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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)IEI All b)D Some * c)D None of: 

1 .[3 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 
Paper Nb(s)/Mail Date 1/23/2004 . 



4) Q Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 12232004 



Application/Control Number: 10/689,959 Page 2 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1, 2, 10, 13 and 15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Stenzel EP 1205780. 

In regard to claims 1,10 and 13, Stenzel discloses (see Figure 1) a microscope 
or an assembly adapted to be held by a magazine of a microscope or a process for 
carrying out a selected investigation using a microscope comprising an optical path (5); 
a magazine (1 ) having a plurality of receiving areas (4); a plurality of assemblies (2), 
each of said plurality of assemblies being accommodated by a respective one of said 
plurality of receiving areas for selective positing in said optical path by operation of said 
magazine; a plurality of transponders (6) associated one with each of said plurality of 
assemblies, wherein each of said plurality of transponders includes stored data; and a 
reader unit (7) for reading said stored data of a transponder associated with an 
assembly positioned in said optical path and conducting said investigation in 
accordance with said read data as described in column 4, lines 54-58 and column 5, 
lines 1-11. 

Regarding claims 2 and 15, Stenzel further discloses a writer unit for writing data 
into any one of said plurality of transponders as described in column 3, paragraph 0020. 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 3 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Stenzel EP 1205780. 

Regarding claims 3 and 12, Stenzel teaches the invention as set forth above but 
does not teach that the plurality of assemblies includes a slide. Official Notice is taken 
that it is notoriously old and well known in the microscope art to include slides in 
positioning assemblies. It would have been obvious to one having ordinary skill in the 
art at the time the invention was made to include slides in the microscope of Stenzel in 
order to provide for more convenient handling of specimens. 

5. Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over Fay 
et al US 5,009,488 in view of Stenzel EP 1205780. 

In regard to claims 1, 10, 13, 20 and 21, Fay et al discloses all of the limitations 
with the exception of the transponders and the reading unit. Specifically Fay et al 
discloses (see Figures 1, 3-5) a microscope or an assembly adapted to be held by a 
magazine of a microscope or a process for carrying out a selected investigation using a 
microscope comprising an optical path as shown in Figure 1 ; a magazine (52) having a 
plurality of receiving areas as shown in Figures 3 and 4; a plurality of assemblies (58), 
each of said plurality of assemblies being accommodated by a respective one of said 
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plurality of receiving areas for selective positing in said optical path by operation of said 
magazine as shown in Figure 3, a plurality of markings (74) associated with one with 
each of said plurality of assemblies, a reader unit (76) for reading data from markings 
and conducting said investigation in accordance with said read data as described in 
column 3, lines 56-68 and column 4, lines 1-18. In regard to claims 20 and 21, Fay et al 
discloses (see Figures 1 , 3-5 and 7) a computer executable process or computer 
readable storage medium storing computer executable instructions for performing steps 
of reading data associated with a filter (58) in an optical path of a microscope; reading 
filter data from a database, said filter data corresponding to a selected microscopy 
investigation; comparing said data with said filter data; and opening a shutter (77) in 
said optical path if said data provided match said filter data as described in column 4, 
lines 44-68 and column 5, lines 1-20. 

However, in regard to claims 1,10 and 13, Fay et al does not teach a plurality of 
transponders associated one with each of said plurality of assemblies, wherein each of 
said plurality of transponders includes stored data; and a reader unit for reading said 
stored data of a transponder associated with an assembly positioned in said optical 
path. Further, regarding claims 2 and 15, Fay et al does not further teach a writer unit 
for writing data into any one of said plurality of transponders. Further, in regard to 
claims 20 and 21 , Fay et al does not teach reading data from a transponder associated 
with a filter. 

In regard to claims 1,10 and 13, Stenzel does teach (see Figure 1) a plurality of 
transponders (6) associated one with each of said plurality of assemblies, wherein each 
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of said plurality of transponders includes stored data; and a reader unit (7) for reading 
said stored data of a transponder associated with an assembly positioned in said optical 
path as described in column 4, lines 54-58 and column 5, lines 1-11. 

Regarding claims 2 and 15, Stenzel does teach a writer unit for writing data into 
any one of said plurality of transponders as described in column 2, lines 49-58 and 
column 3, lines 1-35. 

In regard to claims 20 and 21 , Stenzel does teach reading data from a 
transponder associated with a filter as described in as described in column 2, lines 49- 
58 and column 3, lines 1-35. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to utilize the transponders of Stenzel in the microscope of Fay et al 
in order to provide for input of additional information or rewriting of data on filters or 
assemblies making possible improved automatic identification of filters or assemblies 
and their position in the beam path of the microscope. 

Regarding claims 4 and 1 1 , Fay et al discloses that each of said plurality of 
assemblies includes a filter as described in column 3, lines 56-68 and column 4, lines 1- 
18. 

Regarding claim 5, Fay et al further discloses a motor (62) connected to said 
magazine for moving said magazine as shown in Figure 7 and as described in column 
3, lines 56-68 and column 4, lines 1-18. 

Regarding claim 6, Fay et al discloses an electronic control unit (104, 106) for 
controlling processes as described in column 4, lines 63-68 and column 5, lines 1-20. 
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Regarding claims 7 and 17, Fay et al further discloses (see Figures 3-5) an 
electronically operated shutter (77) for selectively blocking said optical path as 
described in column 4, lines 63-68 and column 5, lines 1-20. 

Regarding claims 8 and 16, Fay et al discloses that said microscope is designed 
for fluorescence measurements as described in column 2, lines 6-9. 

Regarding claim 9, Fay et al discloses that said microscope is a 
stereomicroscope as described in column 3, lines 33-39. 

Regarding claim 14, Fay et al further discloses the steps of reading reference 
data corresponding to said selected investigation, comparing said read data with said 
reference data and stopping said investigation if said read data does not match said 
reference data for said selected investigation as shown in Figure 8. 

Regarding claim 18, Fay et al further discloses the step of storing said read data 
as shown in Figures 7 and 8 and as described in column 4, lines 63-68, column 5, lines 
1-20 and column 6, lines 4-14. 

Regarding claim 19, Fay et al further discloses the step of using said read data 
that have been stored to provide operational data as shown in Figure 8 and as 
described in column 4, lines 63-68, column 5, lines 1-20 and column 6, lines 4-14. 

Regarding claims 3 and 12, Fay et al in view of Stenzel teaches the invention as 
set forth above but does not teach that the plurality of assemblies includes a slide. 
Official Notice is taken that it is notoriously old and well known in the microscope art to 
include slides in positioning assemblies. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to include slides in the 



Application/Control Number: 10/689,959 



Page 7 



Art Unit: 2872 

microscope of Fay et al in view of Stenzel in order to provide for more convenient 
handling of specimens. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alessandro V. Amari whose telephone number is (571 ) 
272-2306. The examiner can normally be reached on Monday-Friday 8:00 AM to 5:30 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Drew Dunn can be reached on (571) 272-2312. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

ava 

23 December 2004 




